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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application: 

Serial No.: 85/887,894 

Filed:  March 27, 2013 

Applicant: CHD Bioscience, Inc.  

Mark:  VERIOX 

For:  All-purpose disinfectants for medical instruments, healthcare facility surfaces, and 

for coating medical bandages; irrigation solutions, namely, medical cleansers for 

wounds; coatings for surgical implants and medical devices, namely, 

antimicrobial coatings to prevent the growth of viruses, bacteria, spores, biofilms 

and fungus on various surfaces; antibacterial creams and ointments for use in 

dental procedures; pharmaceutical preparations for the treatment of pulmonary 

infections; all-purpose disinfectants (Cl. 5); coatings sold as an integral 

component for medical sutures, medical bandages and implantable medical 

devices (Cl. 10) 

Published: December 24, 2013 

 

____________________________________ 

      ) 

VERTEX PHARMACEUTICALS  ) 

INCORPORATED,    ) 

      ) 

   Opposer,  ) 

      )  Opposition No.  91215035 

  v.        )   

      ) 

CHD BIOSCIENCE, INC.,   )  

                             )  

      ) 

   Applicant.  ) 

___________________________________ )  

 

PLAINTIFF’S MOTION TO DISMISS APPLICANT’S COUNTERCLAIMS 

Pursuant to Fed. R. Civ. P. 12(b)(6), 37 C.F.R. § 2.116, and 37 C.F.R. § 2.127(d), Vertex 

Pharmaceuticals Incorporated (“Vertex” or “Opposer”) hereby moves to dismiss the 

counterclaims asserted by CHD Bioscience, Inc. (“Applicant”).  Under Fed. R. Civ. P. 12(b)(6), 

a pleading may be dismissed if it fails to state a claim upon which relief can be granted.  For 

reasons discussed below, primarily Applicant’s erroneous understanding of the law regarding 
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registration of a house mark for pharmaceutical preparations, Applicant’s counterclaims fail to 

state a claim upon which relief can be granted and should therefore be dismissed. 

MEMORANDUM IN SUPPORT OF OPPOSER’S MOTION 

TO DISMISS APPLICANT’S COUNTERCLAIMS 

 

Pursuant to Fed. R. Civ. P. 12(b)(6), Applicant’s counterclaims should be dismissed.  

Applicant’s counterclaims for fraud and cancellation are premised entirely on the erroneous 

premise that Opposer Vertex lacks sufficient use for a “house mark” for pharmaceutical 

preparations because Opposer Vertex currently only sells two commercial products.  First, the 

USPTO has on numerous occasions accepted Vertex’s filings relating to use of its marks in 

relation to its “house mark” registrations, and Applicant alleges no basis for questioning the 

veracity or adequacy of these filings.  Moreover, the law is clear that, unlike a “full line” of 

pharmaceutical products, a showing of use in connection with two or three products is sufficient 

for a “house mark.”  Second, Applicant ignores Opposer’s use of its marks in connection with 

products in clinical trials, shipments of which are considered use in commerce.  Some of these 

clinical trial products are discussed in the very Annual Report cited by Applicant.  Third, 

Applicant fails to sufficiently allege fraud, relying on mere conclusory recitations of the elements 

of fraud.  For these reasons, Applicant’s counterclaims should be dismissed, as discussed in more 

detail below. 

A. Background 

Applicant’s Application Serial No. 85/887,894 for VERIOX covers “All-purpose 

disenfectants for medicinal instruments, healthcare facility surfaces, and for coating medical 

bandages; irrigation solutions, namely, medical cleaners for wounds; coatings for surgical 

implants and medical devices, namely, antimicrobial coatings to prevent the growth of viruses, 

bacteria, spores, biofilms and fungus on various surfaces; antibacterial creams and ointments for 

use in dental procedures; pharmaceutical preparations for the treatment of pulmonary infections; 



 3 

all-purpose disinfectants.”  Applicant’s Answer and Counterclaims, D.I. 6 (filed May 2, 2014) 

(hereinafter “Applicant’s Counterclaims”), at ¶ 1. 

Opposer’s Registration Nos. 2,704,913 and 3,531,356 for VERTEX cover a “house mark 

for pharmaceutical preparations.”  Id. at ¶ 2.  Opposer has relied on these registrations, in part, to 

oppose Applicant’s Application Serial No. 85/887,894 for VERIOX.  Id. 

Applicant cites Opposer’s 2013 Annual Report and attaches this document to its 

counterclaims as Exhibit A.  Id. at ¶¶ 5-6.  Opposer’s 2013 Annual Report notes that since mid-

2011, Vertex has obtained FDA approval for and initiated commercial sales of its first two 

products: KALYDECO (marketed for the treatment of cystic fibrosis) and INCIVEK (marketed 

for the treatment of the hepatitis C virus).  Id. at ¶ 6.  Applicant asserts that other than its 

KALYDECO and INCIVEK brands, Opposer “does not offer any other pharmaceutical products 

for sale.”  Id. at ¶ 8 (emphasis added).  Applicant does not address Opposer’s use of its marks in 

connection with pharmaceutical products in clinical trials.  Nor does Applicant address 

Opposer’s use of its marks in connection with other pharmaceutical preparations, including 

AGENERASE and LEXIVA for the treatment of HIV.
1
     

Applicant filed two counterclaims, one for fraud (Count I) and one for cancellation or 

limitation (partial cancellation) of Opposer’s Registration Nos. 2,704,913 and 3,531,356 (Count 

II).  Id. at ¶¶ 15-20; 21-25.  Applicant’s grounds for fraud (Count I) appears to be that when 

Opposer filed various statements of use with the PTO for Opposer’s Registration Nos. 2,704,913 

and 3,531,356, Opposer allegedly “knew that it did not have the broad use with pharmaceutical 

preparations required for a house mark for pharmaceutical preparations.”  Id. at ¶ 11.  See also 

id. at ¶¶ 12-14.  Applicant’s grounds for cancellation (Count II) are similar.  Applicant alleges 

                                                        
1
 AGENERASE and LEXIVA are HIV protease inhibitor drugs that were part of a collaboration between 

Opposer Vertex and GlaxoSmithKline.  See Exhibit A to Applicant’s Counterclaims, at 58-59, F-9, F-34.  
Opposer Vertex has since sold its rights to the royalties for those products.  Id. 
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that the identification of goods “house mark for pharmaceutical preparations” is overly broad 

with respect to Opposer’s Registration Nos. 2,704,913 and 3,531,356 because Applicant has 

allegedly “at most only used the mark in commerce with its pharmaceutical preparation 

KALYDECO for pharmaceutical preparations for the treatment of cystic fibrosis and INCIVEK 

for pharmaceutical preparations for the treatment of viral diseases.”  Id. at ¶ 22.  Applicant states 

that Opposer’s mark should either be cancelled or “limited to the goods: pharmaceutical 

preparations for the treatment of cystic fibrosis and viral diseases.”  Id. at 8. 

B. Legal Standards 

“A complaint must contain sufficient factual matter, accepted as true, to state a claim to relief 

that is plausible on its face.”  Ashcroft v. Iqbal, 556 U.S. 662, 663 (2009) (quoting Bell Atl. Corp. 

v. Twombly, 550 U.S. 544, 570 (2007)).  For purposes of a motion to dismiss, the Board must 

accept all well-pleaded allegations as true and draw reasonable inferences in the non-moving 

party’s favor.  Smith v. Entrepreneur Media, Inc., 2012 WL 10056747, at *2 (TTAB 2012).  

However, that rule does not apply to legal conclusions.  Rack Room Shoes v. U.S., 718 F.3d 

1370, 1376 (Fed. Cir. 2013); Iqbal, 556 U.S. at 678.  “Threadbare recitals of the elements of a 

cause of action, supported by mere conclusory statements, do not suffice.”  Iqbal, 556 U.S. at 

678 (citing Twombly, 550 U.S. at 555).  Additionally, the Board is not required to indulge in 

unwarranted inferences in order to save a complaint from dismissal.  Entrepreneur Media, 2012 

WL 10056747, at *2; Juniper Networks Inc. v. Shipley, 643 F.3d 1346, 1352 (Fed. Cir. 2011).  

Similarly, a complaint will not suffice if it tenders “naked assertions” devoid of “further factual 

enhancement.”  Twombly, 550 U.S. at 557. 

In petitioning to cancel a trademark on the ground of fraud, a petitioner must allege the 

elements of fraud with particularity in accordance with Fed. R. Civ. P. 9(b), made applicable to 

Board proceedings by Trademark Rule 2.116(a).  Asian & Western Classics B.V. v. Selkow, 92 



 5 

U.S.P.Q.2d 1478, 2009 WL 3678263 (TTAB 2009).  Under Rule 9(b), the pleadings must 

contain explicit rather than implied expression of the circumstances constituting fraud.  Id.  

Pleadings without allegation of such specific facts are insufficient.  Id. 

It is proper to consider material attached to the counterclaims when deciding a motion to 

dismiss under Fed. R. Civ. P. 12(b)(6).  See In re Bill of Lading Transmission & Processing 

System Patent Litigation, 681 F.3d 1323, 1337 n.9 (Fed. Cir. 2012) (because plaintiff attached 

substantial material to amended complaints, district court was authorized to consider that 

material on a motion to dismiss); General Mills, Inc. v. Kraft Foods Global, Inc., 487 F.3d 1368, 

1371 n.1 (Fed. Cir. 2007) (considering settlement agreement attached to amended complaint on 

review of a motion to dismiss). 

In deciding whether to dismiss a complaint under Rule 12(b)(6), the Board may also consider 

matters of public record.  See Sebastion v. U.S., 185 F.3d 1368, 1374 (Fed. Cir. 1999).  

Specimens submitted for trademark registration are part of the public record.  TMEP § 904 

(“Interested parties … may view and print images of the specimens in an application or 

registration file …  Furthermore, once filed, specimens remain part of the [public] record and 

will not be returned”). 

C. Opposer Vertex’s Current Two Commercial Products Are Sufficient for a House 

Mark 

 

The central premise behind both counts of Applicant’s counterclaims is the incorrect 

notion that two commercial products are insufficient to support a house mark.  See Applicant’s 

Counterclaims, at ¶¶ 4, 8, 11-14, 22-23.  Applicant seems to be confusing the requirements for a 

“house mark,” see TMEP 1402.03(b), with the more demanding requirements of a mark for a 

“full line of” pharmaceutical products, see TMEP 1402.03(c).  Simply put, as few as two or three 

products are sufficient to support a “house mark,” although more may be required to support a 
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“full line” of pharmaceutical products.  See In re Astra Merck Inc., 50 U.S.P.Q.2d 1216, 1999 

WL 221657, at *1 (TTAB 1998).  

In Astra Merck, the relevant mark was used on three drugs.  Id. at *1.  The Board stated 

that if all of the drug manufacturer’s different pharmaceutical products bear a particular mark in 

common, then that mark is “obviously functioning as a house mark for that product line, 

regardless of the exact number of products in that product line.”  Id.  The Board reasoned that to 

hold the opposite would be to favor large companies with large product lines and to penalize 

smaller companies with smaller product lines, an obviously inequitable result.  Id.  “Small 

companies should be eligible for house mark registration as long as they have multiple products 

in their product line and they use the mark throughout the product line.”  Id.  Therefore, even if 

Opposer Vertex only had two products that it used its house mark on as Applicant alleges, this 

would be sufficient use to support a house mark.  See id. at *1.   

D. Applicant Fails to Account for Opposer’s Products in Clinical Testing, Shipments of 

Which Are Considered Use in Commerce 

 

Additionally, Applicant counts only two Vertex products because it only looks to how 

many pharmaceutical products Vertex currently offers “for sale.”  Applicant’s Counterclaim, at ¶ 

8.  This fails to account for shipments of Vertex’s drugs in clinical testing.  The 2013 Annual 

Report that Applicant attached to its counterclaims shows that Opposer Vertex currently has at 

least three drugs currently in Phase 2 clinical trials: VX-135 (an HCV nucleotide analogue used 

in combination with another drug, an NS5A replication complex inhibitor); VX-509 (a JAK3 

inhibitor for patients with rheumatoid arthritis); and VX-787 (a drug candidate for the treatment 

of influenza A).  Exhibit A to Applicant’s Counterclaims, at 1, 9-10.
2
  Additionally, the 

                                                        
2
 It is proper to consider material attached to the counterclaims when deciding a motion to dismiss under 

Fed. R. Civ. P. 12(b)(6).  See In re Bill of Lading Transmission & Processing System Patent Litigation, 

681 F.3d 1323, 1337 n.9 (Fed. Cir. 2012) (because plaintiff attached substantial material to amended 
complaints, district court was authorized to consider that material on a motion to dismiss); General Mills, 
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VERTEX mark has also been used on other pharmaceutical preparations, including 

AGENERASE and LEXIVA for the treatment of HIV,
3
 and other pharmaceutical preparations 

provided to patients during clinical research trials.  See, e.g., Exhibit 1 (specimen filed on April 

28, 2008 in Registration No. 2,704,913 showing VERTEX mark used with AGENERASE oral 

solution and INCEL injection vials (for ovarian cancer) as well as clinical trial drugs VX-497, 

VX-745, VX-148, and VX-702); Exhibit 2 (specimen filed on Sept. 4, 2008 in Registration No. 

3,531,356 showing VERTEX mark used with LEXIVA as well as clinical trial drugs VX-765 

and VX-770).
4
    

Use of a mark on shipments of drugs for clinical testing is sufficient use in commerce to 

show a protectable trademark interest.  Kythera Biopharmaceuticals, Inc. v. Lithera, Inc., --- F. 

Supp. 2d ----, 2014 WL 683827, at *5 (C.D. Cal. 2014) (plaintiff alleged sufficient facts to show 

protectable trademark interest where it alleged that its lead product was in Phase III clinical 

development); G.D. Searle & Co. v. Nutrapharm, Inc., C.A. No. 98-cv-6890-TPG, 1999 WL 

988533, at *3-4 (S.D.N.Y. Nov. 1, 1999) (Nutrapharm did not show that Searle failed to use the 

drug in commerce where Searle relied at least in part on shipments for clinical testing).  In the 

legislative history discussing the 1989 Amendment to the Lanham Act, the Senate Judiciary 

Committee Report and the House Report cite a pharmaceutical company’s shipment to clinical 

investigators during the FDA approval process as an example of sufficient use in commerce.  Id. 

(citing S.Rep. No. 100-515, at 44-45 (1988); H.R. No. 100-1028, at 15 (1988)).  See also 

                                                                                                                                                                                   

Inc. v. Kraft Foods Global, Inc., 487 F.3d 1368, 1371 n.1 (Fed. Cir. 2007) (considering settlement 

agreement attached to amended complaint on review of a motion to dismiss). 
3
 AGENERASE and LEXIVA are HIV protease inhibitor drugs that were part of a collaboration between 

Opposer Vertex and GlaxoSmithKline.  See Exhibit A to Applicant’s Counterclaims, at 58-59, F-9, F-34.  

Opposer Vertex has since sold its rights to the royalties for those products.  Id. 
4
 In deciding whether to dismiss a complaint under Rule 12(b)(6), the Board may also consider matters of 

public record.  See Sebastion v. U.S., 185 F.3d 1368, 1374 (Fed. Cir. 1999).  Specimens submitted for 

trademark registration are part of the public record.  TMEP § 904 (“Interested parties … may view and 

print images of the specimens in an application or registration file …  Furthermore, once filed, specimens 
remain part of the [public] record and will not be returned”). 
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Paramount Pictures Corp. v. White, 31 U.S.P.Q.2d 1768, 1994 WL 484936, at *7, n.8 (TTAB 

1994) (“commercial use … should also be construed to encompass various genuine but less 

traditional trademark uses such as … shipments of a new drug to clinical investigators from a 

company awaiting FDA approval”), aff’d, 108 F.3d 1392 (Fed. Cir. 1997); TMEP § 901.02.  

Also, the statute itself, at Section 45 of the Lanham Act, states that a mark shall be deemed to be 

“used in commerce” when the goods bearing the mark are sold or transported in commerce.  

G.D. Searle, 1999 WL 988533, at *3-4.   

When Opposer Vertex’s two current commercial products and prior commercial and 

clinical trial products are taken together, Applicant’s allegation that Opposer does not have the 

use required for a house mark fails as a matter of law.  See In re Astra Merck Inc., 50 U.S.P.Q.2d 

1216, 1999 WL 221657, at *1-3 (TTAB 1998) (three drug products were sufficient to support a 

house mark).  Applicant’s allegations are limited to how many products Opposer Vertex offers 

“for sale.” See Applicant’s Counterclaims at ¶ 8.  By failing to address products in clinical trials 

in its counterclaims, Applicant fails to allege sufficient facts to support its counterclaims as a 

matter of law.  Thus, the Board should dismiss Applicant’s counterclaims. 

E. Applicant’s Fraud Allegations Are Insufficient 

Applicant’s fraud allegations (Count I) are grossly insufficient.  A trademark is obtained 

fraudulently under the Lanham Act only if the applicant or registrant knowingly makes a false, 

material representation with the intent to deceive the PTO.  In re Bose Corp., 580 F.3d 1240, 

1245 (Fed. Cir. 2009).  There is no fraud if a false misrepresentation is occasioned by an honest 

misunderstanding or inadvertence without a willful intent to deceive.  Id. at 1246.  Unless the 

challenger can point to evidence to support an inference of deceptive intent, it fails to establish a 

fraud claim.  Id. 
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Applicant has failed to allege sufficient facts to show a willful intent to deceive.  

Paragraphs 15 through 20 of Applicant’s Counterclaims are little more than conclusory 

recitations of the elements of a fraud claim.  Simply reciting the words “knowingly and willfully 

making false and/or fraudulent declarations” does not suffice to establish a fraud claim.  See, 

e.g., Applicant’s Counterclaims, at ¶¶ 16-17.  “Threadbare recitals of the elements of a cause of 

action, supported by mere conclusory statements, do not suffice” to avoid dismissal.  Iqbal, 556 

U.S. at 678 (citing Twombly, 550 U.S. at 555).  Similarly, “naked assertions” devoid of “further 

factual enhancement” will not save a complaint from a motion to dismiss.  Twombly, 550 U.S. at 

557.   

Given the law pertaining to house marks and clinical trial products discussed above, 

Opposer would be justified in believing that it had sufficient use for a house mark.  At worst, if 

Opposer was wrong (which it is not), Applicant has done no more than allege facts that attempt 

to show Opposer made a mistake.  See Applicant’s Counterclaims, at ¶¶ 5-8.  Applicant has 

failed to allege sufficient facts to show that Opposer actually knew its position was wrong and 

then argued that position with a willful intent to deceive the PTO.  Without sufficient factual 

allegations to support that inference, Applicant fails to state a proper claim for fraud.  In re Bose, 

580 F.3d at 1245.  There is no fraud if a false misrepresentation is occasioned by an honest 

misunderstanding or inadvertence without a willful intent to deceive.  Id. at 1246.  Accordingly, 

the Applicant’s fraud counterclaim must be dismissed. 

CONCLUSION 

In light of the foregoing, justice requires that the Board grant Opposer’s Motion to 

Dismiss the Applicant’s Counterclaims. 

 

Dated: Boston, Massachusetts  

 June 30, 2014 
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      VERTEX PHARMACEUTICALS  

      INCORPORATED 

 

      By its attorneys, 

 

      /s/ Brandon T. Scruggs    

      Lisa M. Tittemore 

      Steven A. Abreu 

Brandon T. Scruggs 

SUNSTEIN KANN MURPHY & TIMBERS LLP 

      125 Summer Street 

      Boston, Massachusetts 02110-1618 

      (617) 443-9292 

  

 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing document has been served by 

email on June 30, 2014 to Applicant’s Representative of Record, Mr. John J. O’Malley, Volpe 

and Koenig P.C., 30 South 17
th
 Street, 18

th
 Floor, Philadelphia, PA 19103, 

jomalley@vklaw.com. 

 

 

      /s/ Brandon T. Scruggs_____________________ 

Brandon T. Scruggs 

 

    

01618/05109  2126539.1 

mailto:jomalley@vklaw.com
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